
ASEM Working Group on Intellectual 
Property: Meeting on Geographical Indications

1

Click to edit Master title style

• Click to edit Master text styles
• Second level
• Third level
• Fourth level
• Fifth level

1

Protecting Geographical Indications...

Slide 1/16Prepared by DG TRADE & DG MARKT for the European Commission

• Click to edit Master text styles
– Second level

• Third level
– Fourth level

» Fifth level

1

1/23

………in the Worldin the Worldin the World

© Prepared by Antonio Berenguer  for the European Commission

Protecting Geographical Indications….

TRIPs Standards of Protection and New Developments
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…in an effective manner...

WTO Members shall protect GIs within a definite time frame

“Rogue” countries may be subject to the DSU: following 
consultations, proceedings may end up in a binding final 
decision and give raise to a compensation claim or retaliation 

Compliance is verified by other country Members via the 
general TRIPs review mechanism (Article 71.1), TPRM and 
Article 24.2 TRIPs ad hoc review

Substantive protection may not be undermined by procedural 
shortcomings

Gis in TRIPs: procedural implications and benefits......



ASEM Working Group on Intellectual 
Property: Meeting on Geographical Indications

2

Click to edit Master title style

• Click to edit Master text styles
• Second level
• Third level
• Fourth level
• Fifth level

3

Protecting Geographical Indications...

Slide 3/16Prepared by DG TRADE & DG MARKT for the European Commission

.... in spite of some exceptions -- (selected examples)

Art. 1 TRIPs “ (...) Members shall be free to determine the 
appropriate method of implementing the provisions of this 
Agreement within their own legal system and practice.”

when implementing TRIPs generally

when implementing GI protection

� No protection for GIs that have become generic 

� No need to protect GIs not protected in the country of origin

� Grandfathering of certain uses of names prior to the TRIPs

...and flexibly

� Coexistence
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General level of protection (Article 22 TRIPs)

TRIPs: a two-staged level of protection 

Additional Protection

� Applicable to all products (including wines & spirits) 

� Subjective test: misleading the consumer (unfair competition) 

� Only applicable to wines & spirits 

� Objective Test -- Not dependent on consumer perception

Two levels of TRIPsprotection....

But Article 1 TRIPs permits WTO Members to go beyond….
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TRIPs & EU: comparing levels of protection

Unfair Competition 
(allows Parmezan of 
Australia)

Limited IP (forbids 
“style of Manchego”
or translation like 
“Parmezan”)

Full IP (forbids 
evocations via, e.g.,
shapes (“ tetilla” ) + 
comp. prod.)
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Canadian 
Bourbon?

GIs on winesand spirits: What does TRIPssay? (Art. 23.1)
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The Question of “style” , “ like” ... : Insufficiency of TMs
Parma Ham Australian mark

But.. here it comes Tibaldi’s...
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GIs on winesand spirits: What does TRIPssay? (Art. 23.1)
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The Question of Translations : Insufficiency of TMs
Parmigiano Reggiano 4 US certification marks

But.. here it comes Grand Cheese’s Parmesan

Word Mark: Parmigiano Regiano
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GIs on winesand spirits: What does TRIPssay? (Art. 23.2)
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= Italian Ham? = Spanish
Ham?

GIs: ADDED VALUE THAT NEEDS TO BE PROTECTED

= Italian Ham?
= Spanish

Ham?

WHERE DOES 
MY HAM 

COME FROM?

THIS MAY CONFUSE 
CONSUMERS AND 

SHOULD NOT HAPPEN IF 
PROPER GI PROTECTION 
WOULD BE MANDATED BY 

THE WTO 
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Isn’ t this good enough?
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So: What is the nature of the problem and the 
solutions proposed by the EU?

WTO rules on GIs are not appropriate:

What the EU is proposing in TRIPs : 

The extension of the wine regimeA multilateral register for GIs (TRIPs)

� Rules are not transparent and require heavy investments from 
industry in order to benefit from them
� Protection is insufficient (non-wines & spirits, trade dress, etc)
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TRIPs & EU: comparing levels of protection

Unfair Competition 
(allows Parmezan of 
Australia)

Limited IP (forbids 
“style of Manchego”
or translation like 
“Parmezan”)

Full IP (forbids 
evocations like 
imitation of shapes 
“ tetilla” )
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US Notifies:“BOURBON”

Opposition  by: Canada; Mexico; Morocco;New Zealand;
Effects for “Bourbon”

� Will be presumed a GI 
in all white countries

� E.g., no one will be able 
to claim that its generic 
in all white countries

� There will be a need to 
negotiate with “ red”
countries a bilateral 
agreement

China.

18 Month Examination by all 
WTO Members
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THE END


